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Remarks 

Claims 1-15 are pending in me above-identified appticatiph. Claims 1, 7, and 12 are 
amended, claims 6, 10 and 15 are cancelled, and claims 2-5, 8, 9, 11, 13 and 14 are original. 
The Examiner rejected the present claims under 35 U.S. C. 103(a). 
MPEP §706.020) states: 

•To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a. reasonable expectation of success. Finally, 
the prior art reference (or references When combined) mustteach or suggest all the Claim 
limitations. The teaching or suggestion to make the clauned combination and the reasonable 
expectation of success must both be found in the prior art and not based on applicant's 
disclosure In re Vaeck, 947 F.2d,488, 20'ySPQ2d l48 ^V^fr. 1991).'' 

MPEP §2143 .01 provides: The mere fact that references can be combined or modified 
does not render the resultant combination obvious unless the prior art also suggests the 
desirability of the combination, m re Mills, 916 F.2d 680, 16 U$PQ2d 1430 (Fed. Cur. 1990). 
Obviousness cannot be established by combining the teachings of the prior art to produce the 
claimed invention, absent some teac^ combination. 
ACS Hospital Systems, Inc, v. Mohtefibre Hospital, 732 F.2d 15724577,221 USPQ 929, 933 
(Fed. Ch. 1984): 
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One court further noted that there were three possible sources for such motivation, 
namely "(1) the nature of the problem to be solved; (2) the teachings of the prior art; and (3) the 
knowledge of persons of ordinary skill in the art" Id. at 1.357, 47 USPQ2d at 1458. Here, 
according to this court, the Board had relied simply upon "the high level of skill in the art to 
provide the necessary motivation," without explaining what specific understanding or 
technological principle within the knowledge of one of ordhnary skill in the art would have 
suggested the combination. 

The Examiner made the foUowihg rejections; 

Claims \ U, 7-8, & 11 are rejected under 35 U.S^ 
Kotzin [US 20040198360] in view of Rosenberg [US 20020102973]. 

Claims 5, 9, 12-14 arerejected Sunder 35 U.S.C. 103(a) as being unpatentable over Kotein 
& Rosenberg further in view of Nelson [US. 6470182]. 

Claims 6 & 10 are rejected under 35 U.S.C, 1.03(a) as being unpatentable over Kotzin & 
Rosenberg further in view of Moore [US 20050020293]. 

0aim 15 is rejected under 35 U , 
Rosenberg, Nelson further ui view of Mopre. V. . ' - : 

With regard to Applicant's previous claim amendments, the Examiner held that 
Applicant's arguments with respect to claims 1-15 has been fully considered but is moot in view 
: of the new ground(s) of rejection . 

With this amendment Applicant has combined the features of dependent claim 6 with 
independent claim 1, the features bfdependent claim 10 witfe md^ehdent clahn 7, and the 
features of dependent claim 15 with independent claim 12. 
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Applicant believes that any combination of the prior art references ofKotzin, Rosenberg, 
and Moore does not result in the claimed invention as set forth in fee amended independent 

claims. . '-. 

Kotzin teaches selection of a service provider network at a wireless subscriber device (10) 
that includes monitoring service provider network parameters (54) of each of a plurality of 
available service provider networks (SI, S2), predicting pe^fdnii^ce capabilities of each of the 
plurality of available service provider networks (SI, S3), computing a performance metric (56) 
for each of the plurality of available service provider networks (S 1 > S2) based on desired 
performance pafimet^rs dnd on &e predict of each of the plurality 

of available service provider networks (SI, S2), and selectii^ohe of the plurality of available 
service provider networks (S 1 , S2) based on the computed performanOe metric (58). The 
subscriber device (10) is therefore capable of rabidly and aUtonbmpusly identifying a service 
provider network that would best serve its current service needs biased on the performance 

metric. . -' • . ' : '" .' 

Rosenberg teaches an intelligent rpammg method that enables a mobile station (68) to 
select a preferred neutral service pfbvider froth apkj^ within a 

communication system. The mobile station (68) identifies (S 4) a current commumcaiioji system 
servicing a geographic area where the mobile station (68) is presently located. The mobile station 
(68) determines that the current communication system identified is not serviced by a home 
service provider (S.6) or by a preferred service provider (S 12) haying a roaming agreement with 
the home service provider. Upon not finding home or preferred s^ice, the mobile station (68) 
determines whether or hot it is ^grai^ If the mobile 
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station (68) is programmed for full service priority, then mobile station (68) selects (S.16.8) the 
current communication system as the preferred neutral service provide (S.16.7) only when a 
frequency band of the current cpmnlimication system corresponds to a first frequency band of 
frequency baAds listed in priority order in a system access lift (SAL) (S.I 6.4) stored in the 
mobile station (68) to permit the mobile station (68) to obtak full service (i.e., make and receive 
calls per roaming agreement) from the currerit commuiycation system. Alternatively, the mobile 
station (68) selects (S.16.6) the current cpi^umcation systeft as a foreign service provider 
(S 16 5) when the frequency band pf the cinreht cbmihunicahbii systehi does not correspond to 
the first frequency band of frequency b^ads listed in pnonty order in the SAL to permit the 
mobile station (68) to obtain emergency service (i.e., only iria^e 1 " calls and not receive calls) 
from the current communication system. If the mobile station (68) is not programmed for fUll 
service priority, then mobile Station selects (S.16.3) the cijr^ system as a 

neutral service provider to permit the mobile station (6$) to obt^ik limited service (i.e., only 
malce credit card calls and not receive calls) from the Ourreht communication system. 

Moore teaches a method for re-selecting control channels in a mobile station reduces the 
use of resources by limiting to evaluation of candidate cphftol charmels to those channels which 
satisfy certain criteria and are deemed to be eligible control charmels. As a coiisequeiice, 
resources are not s^nt oh ^e^ting 
the mobile station. 

The Examiner has cited Moore has teaching the dahned feature of re-selecting a 
respective roaming service provider for each subsequent eall asS0ciated with the mobile terminal. 
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However, Moore teaches in paragraph [0008] : " In accordance with the present invention 
a mobile station performs a method for controlling the te-ssiection of a control channel. In that 
method the mobile stations prior to performing any algorithm for selecting a primary candidate 
control channel, marks as ineligible, any one o f the control channels identified on the neighbor 
list which are incompatible with the mobile station. The selection of a primary control channel 
then proceeds only with regard to those control channels which a^ determined to be eligible. 
Once a primary candidate control channel is selected the mobile station attempts to re-select tp 
that primary candidate control channel, Tf the attempt t6 re-select is successful, then the mobile 
station camos on to this control chan nel Tf, ho w ever, the attempt fails, then the mobile station 
determines whv the attempt failed. If t h e failure arises from an ^compatibility between the 
mobile station and the control channel, then that control channel is marked as ineligible in the 
neighbor list and when the re-selection process is repeated with the same neighbor list, since that 
control channel has been marked as ineligible it will not be a factor in the selection of a primary 
candidate control channel ." 

Moore also teaches in paragraph [0020] : "As has been described above, a candidate 
channel could be ineligible because the control channel is associated with a private system, 
whereas the mobile Station is^t affiUated witii any ^ 

channel may be deemed ineligible because of the type of service that it provides and the lack of 
compatibility between that service and the servieie of the mobile station. The predetermined 
criteria referred to in connection with Step 309 can be any condition ihat causes the failure of a 
reselect attempt. Typically one such event would be Where the primary candidate channel is 
associated with a private system and the mobile station is also associated with a private system. 
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In that circumstance, then, the primary candidate ch?tfinel WouicL not then be marked ineligible in 
Step 303. Then, during the reselect attempt the private system identifier associated with the 
primary candidate channel would be provided to the mobile Station. If the mobile station private 
system identifier stored in memory does not match the private system ID received from the 
primary candidate channel during the attempt to re-selecit; then the nipbile station will not get 
access to the private system associated with that priin^ CJ^d^t^ chi^eiL Therefore, there is 
an incompatibility between file mobile station and the srv^tem associated with that primgry 
candidate channel In view of this mpompati^ it is COngistCTtj^m present invention to 
now mark this primary control channel a£ ineligible as Iri step | J Oc lEhen, if it is necessary to 
analyze the neighbor li^ a^^ 

designated ineligible control channel will riot be analysed/* 

the Examiner cited in Moore paragraph [0021]. ^ accordance with the present 
invention, other parameter information associated with i coftOrOl phannel could be used to 
detqnnii^ \dieto . 
station. Furthermore, modifications to the process of IFIG/ > are also possible. For instance, in 
one variation Steps 301. 302 and 303 wotild be eliminated. tkat is the processor would not do any 
pteliminarv examination of the neighbor list to detertmihe IF an v candidate channels are ineliftifrle. 
instead, the system would simftlv relv on marking primary candidate channels as ineligible for 
' sufesebiient reselecticm afe^b&M invention cbtild 

rely simply on the ineligibility determination Made at the beglnnitig of the analysis process and 
not dynamically evaluate ineligibility based on whether ail attempt to reselect a particular 
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candidate channel was successful. Thus steps 309 and 310 could be eliminated and benefits 



It is clear that Moore teaches re-selecting ba£ed on marking different channels as 
inehgible and the keeping of a neighborhood list. Although Moore teaches re-selecting, Moore is 
silent with respect to re-selecting for each subsequent csty-. Moore clearly teaches camping out on 
a channel once the selection is made. 

Therefore, no combination of the cited prior art results in the claimed invention as set 
forth in the amerced claims. 

Since the dependent claims include all the limitations of the respective independent 
claims upon which they depend, the dependent claims *re therefore ialso allowable over the cited 
prior art fqr the reasons set forth above with respect to the independent claims- 
Applicants respectfully submit that the ^liedixbf^^ singly or in combination, 
assuming, arguendo, that the combination of the ^liWt^f^^esi is proper, do not teach or 
suggest one or more elements of the claimed invention Apphdarit^ have discussed herein one or 
more differences between the cited prior art, and the claimed invention with reference to one or 
more parts of the cited prior art. This discussion, however, is in no way meant to acquiesce in 
any characterisation that one or more pails of Cited prior cottespond to the claimed invention. 



view 



of the above remarks, allowance of all claims pending is respectfully requested. 
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thepriora^ 

only, this application is believed to be in condition for d such action at an early 

date is earnestly solicited- If a telephone conference would be of assistance in advancing the 
prosecution of this application, the Examiner is invited to call ^pjplicant's attorney. 

Respect^ 

V' Attbim^'tor Applied . : : i . 

Dated: May 30, 2006 ; v-' v '; r/^-Sfci 

Carmen B f Path & Associates, LLC 
Customer Number 47382 
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